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DETAILED ACTION 

1 . This office action is in response to applicant's remarks filed December 15, 
2008. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 9, 10, 12, 13, 15 and 16 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Poddar et al. (U.S 6,933,597). 

4. Poddar (e.g. Fig. 1-3) discloses: 

(cl. 9) a spacer (16) to provide clearance for bond wires (not labeled; Fig. 1) 
attaching to bond pads on the lower die (e.g. spacer lifts top die to access 
pad/contact on lower chip); a thin-film passive element (e.g. thin enough to be 
embedded in spacer; Abstract) integrated on the spacer (Col. 3, Lines 11-18); an 
adhesive layer (Fig. 3-4; 21 , 22; plastic mold package body, Col. 2, Lines 56-64)) 
assembly to attach the spacer and the thin-film passive element to the upper and 
lower dies (14, 12): and conductors (21 , 22) attached to the passive element and 
the adhesive layer assembly to connect the passive element to at least one of 
the upper and lower dies: 
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(cl. 10, 16) upper adhesive to attach to the upper die and lower adhesive top 
attach to lower die (e.g. body surrounds chip and in between conductors) 1 ; 
(cl. 12) passive element thickness substantially less than spacer (e.g. can be 
embedded in spacer thus must be thinner; Abstract); 
(cl. 13) passive has multi-turn geometry (e.g. inductor; Col. 3, Lines 11-18); 
(cl. 15) conductors are bumps (21, 22) to connect passive to at least one upper 
and lower dies. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 1 03(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 



1 Note previously cited Fukuda et al. (U.S 2004/0145040) package showing package surrounding 
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7. Claims 11,14 and 17-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Poddar et al. (U.S 6,933,597). 

8. Poddar discloses the elements stated in paragraph 4 of this office action 
and further a package substrate (18), but does not disclose the claimed range of 
inductance/resistance or a plurality of stacked dies. 

9. With respect to the passive element being between the spacer and lower 
adhesive in claim 1 1 , the placement being on top embedded in or on the bottom 
of the spacer would not modify the operation of the device. As such, the mere 
shifting of the passive element is unpatentable as a matter of design choice. See 
e.g. In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) (Claims to a 
hydraulic power press which read on the prior art except with regard to the 
position of the starting switch were held unpatentable because shifting the 
position of the starting switch would not have modified the operation of the 
device.); In re Kuhle, 526 F.2d 553, 188 USPQ 7 (CCPA 1975) (the particular 
placement of a contact in a conductivity measuring device was held to be an 
obvious matter of design choice. 

1 0. With respect the claim 14 and 22, the modified prior art discloses the 
claimed invention except for the claimed range of inductance. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made 
to select the claimed inductance, since it has been held that where the general 
working conditions of a claim are disclosed in the prior art, discovering the 



chips/ passive and components. 
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optimum or working ranges involves only routine skill in the art. In re Aller, 105 
USPQ 233 (CCPA 1955). 

1 1 . With respect to a there being a plurality of stacks in claim 1 7, although 
Poddar appears to show just one stack, examiner takes official notice that use of 
a plurality of stacks are known for forming various. 

12. Furthermore, the duplication of stacks would be obvious to one of ordinary 
skill in the art, since it has been held that mere duplication of parts has no 
patentable significance unless a new and unexpected result is produced. See 
e.g. In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1960). MPEP 2144.04. 

Response to Arguments 

13. Applicant's arguments with respect to claims have been considered but 
are moot in view of the new ground(s) of rejection. 

14. With respect to examiner's taking of official notice, because applicant 
failed to timely traverse the common knowledge or well-known in the art 
statement is taken to be admitted prior art. 

Conclusion 

1 5. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to JAMES M. MITCHELL whose telephone 
number is (571 )272-1 931 . The examiner can normally be reached on M-F 8:00- 
4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mathew Landau can be reached on (571) 272-1731 . The 
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fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 



March 15, 2009 
/James M. Mitchell/ 
Examiner, Art Unit 2813 



